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REMARKS 

The examiner has rejected claims 1 and 2 under 3 5 U.S.C. 
§102 as being anticipated by Pearce (5, 222., 864) . Claims 1-3 have 
been rejected under 3 5 U.S.C. §103 as being obvious in view of 
Pearce. Claims 5, 6, 8 and 9 have been rejected under 3 5 U.S.C. 
§103 as being obvious by Su in view of Hsu . 

Applicant's claim 1 recites a mounting system for supporting 
a ceiling fan assembly of the type having a motor, motor housing, 
a plurality of blades and a downrod. The mounting system has a 
mounting plate adapted to be mounted to a supporting surface and 
having at least one tab lock, a mounting bracket having one end 
with at least one locking tab configured to mate with the tab 
lock and an opposite end adapted to be coupled to the downrod, 
and a canopy coupled to the downrod of the ceiling fan assembly 
and adapted to be coupled to the mounting plate or mounting 
bracket. With this construction, the operator may couple the 
ceiling fan assembly to the supporting surface by mounting the 
mounting plate to the support surface and then simply coupling 
the mounting bracket to the mounting plate. 

Applicant's mounting plate is shown in Fig. 1 as reference 
number 14, the mounting bracket is shown as reference number 28, 
and the canopy is shown as reference number 32. These three 
components are distinct and separate from each other so that the 
ceiling fan can be assembly without the operator having to lift 
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the entire structure for an extended period of time. 

Applicant respectfully submits that the patent examiner has 
utilized the Pearce reference inappropriately. The examiner 
contends that the Applicant's structure is anticipated by Pearce 
because the Pearce reference has a mounting plate (78) , a 
mounting bracket and a canopy. However, a reading of the Pearce 
patent shows that these components are not what the examiner 
contends. The examiner has taken the position that reference, 
number 12 is a ''mounting bracket" and that reference number 
(18/36) is a canopy. This is erroneous, reference number 12 is 
clearly recited as a "canopy" , this is the same structure which 
is commonly referred to in both real life and patents as a canopy 
and which is specifically referred to in the present application 
as a canopy (32) . The canopy (32) is a structure entirely 
different from the mounting bracket (28) . 

Furthermore, reference number 36 which the examiner contends 
is a "canopy" is specifically recited in the actual patent as the 
upper compartment of housing 18, this component is recited in the 
present application as the motor housing 46. Applicant 
respectfully submits that it is improper for the examiner to 
change the motor housing to the entirely different structure of 
a canopy, especially in light of the cited reference specifically 
identifying the canopy as a wholly different structure (canopy 
12) . A mounting canopy cannot be changed to an entirely 
different structure as the examiner's contentions would 
essentially do. 
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The Applicant claims a mounting system having the three 
components which are recited as (1) a mounting plate, (2) a 
mounting bracket, and (3) a canopy. The Pearce reference only 
includes only two of these three structures, the mounting plate 
and the canopy. As such, the Pearce reference does not include 
the intermediary structure of the mounting bracket positioned 
between the mounting plate and the canopy, which is the inventive 
aspect of the present invention. 

As the Pearce reference does not have the three separate and 
distinct components recited in Applicant's claim 1 this reference 
cannot anticipate Applicant's claimed invention. Furthermore, 
the Pearce reference cannot make obvious Applicant's claimed 
invention. 

With reference next to Claim 5, Applicant claims a mounting 
system for supporting a ceiling fan assembly of the type having 
a motor, motor housing, a plurality of blades and a downrod to 
a support surface. The system includes a mounting plate coupled 
to the support surface, a mounting bracket having rotatable 
locking means for rotatably locking the mounting bracket to the 
mounting plate, the mounting bracket being coupled to the 
downrod, and a canopy overlaying the mounting bracket. 

Applicant respectfully submits that it is improper to 
combine the teachings of Su with that of Hsu . Su teaches a 
mounting system for a ceiling fan. However, the Hsu reference 
is a ceiling light having nothings whatsoever to do with ceiling 
fans, and especially not to a ceiling fan mounting systems. As 
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such, this reference should not be utilized by the examiner in 
reference to ceiling fan mounting systems. 

Furthermore, Applicant respectfully submits that the Hsu 
reference does not contain any motivation or teaching that would 
suggest that its teachings could be used in conjunction with 
ceiling fans or ceiling fan mounting systems. Likewise, the Su 
reference contains no motivation or teaching that would suggest 
that its slots (54) could or should be changed to anything other 
than that recited in the patent. Moreover, it would not make 
sense to adapt the Su reference as suggested by the examiner, as 
the Su reference has no need for the key hole slot shown in Hsu . 
In fact, such a combination swould be contradictory to the clear 
teachings of Su wherein the bracket uses elongated slots which 
do not allow for rotation of the bracket . 

For the reasons just recited, Applicant respectfully submits 
that the combination suggested by the examiner is improper and 
therefore the Applicant's claimed invention recited in Claim 5 
should be allowed. 

It is well settled that the obviousness of an invention 
cannot .be established by combining the teaching of the prior art 
absent some teaching, suggestion or incentive supporting the 
combination, see In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988) ; Ashland Oil, Inc. v. Delta Resins and Refractories , 
Inc., 776 F.2d 281, 227 USPQ 657 (Fed. Cir. 1985); ACS Hospital 
Systems, Inc. v. Montefiore Hospital , 732. F. 2d 1572, 221 USPQ 929 
(Fed. Cir. 1984); Pentec , Inc. v Graphic Controls Corp., 776 F.2d 



309, 227 USPQ 766 (Fed. Cir. 1985) . Moreover, the mere fact that 
the prior art could be modified in the manner suggested by the 
examiner does not make such a modification obvious unless the 
prior art fairly suggests the desirability of the modification, 
see In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. 
Cir. 1984) . Here, the references do not suggest any motivation 
for, or the desirability of, Applicant's three piece mounting 
system construction with rotatable locking means. As such, it 
is improper to utilize the Pearce or the Su and Hsu references 
to establish obviousness. 

It is acknowledged that the tendency to resort to 
"hindsight" based upon applicant's disclosure is often difficult 
to avoid due to the very nature of the examination process. 
However, impermissible hindsight must be avoided and the legal 
conclusion must be reached on the basis of the facts gleaned from 
the prior art. MPEP 2142. This is "especially important in the 
case of less technologically complex inventions, where the very 
ease with which the invention can be understood may prompt one 
x to fall victim to the insidious effect of a hindsight syndrome 
wherein that which only the inventor taught is used against its 
teacher.'". In re Dembiczak, 175 F.3d 994, 50 USPQ2d 1614, 1617 
(Fed. Cir. 1999) citing W.L. Gore & Assoc., Inc. v. Garlock, 
Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 313 (Fed. Cir. 1983). 
With this in mind, a hindsight -based obviousness analysis must 
be supported by evidence which is " clear and particular " . In re 
Dembiczak. It is insufficient to simply offer a broad range of 
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sources or to make conclusory statements/ as xx [b] road conclusory 
statements regarding the teaching of multiple references, 
standing along, are not ' evidence '" . Td. Applicant respectfully 
submits that the examiner has claimed the present invention to 
be obvious utilizing hindsight and conclusory statements. 
Applicant respectfully contends that the invention of claims 1 
and similarly independent claim 5 are not anticipated or obvious, 
but instead is novel and therefore worthy of patent protection. 

By this Amendment it is believed that the application has 
now been placed in condition for allowance. An early notice to 
such effect is accordingly solicited. 



Respectfully submitted, 
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